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Technology Transfer Office Functions
 Determine whether or not to file patent protection

 Draft and prosecute patent applications

 Negotiate licenses for W&M technologies

 Support startups, including providing interim management

 Other:
 Negotiate IP terms of sponsored research agreements
 Negotiate and sign material transfer agreements, confidentiality agreements, 

etc.
 Export Control Officer of W&M



W&M Intellectual Property Policy

W&M owns inventions derived from university research, 
which is defined fairly broadly.

 That said  - Inventors at W&M get a very good deal.
 W&M pays all costs, and inventor(s) receives 50% of the net revenues
 25-50% is the standard range at universities in the US
 If things go well, this can be a lot of money



Is a patent a virtual prerequisite to 
commercializing a product? 

NO!

(that said, it is sometimes helpful for commercialization and often

determines who makes money from the commercialization)



Why Have Patents? 

 U.S. Constitution, Article 1, Section 8:
 “The Congress shall have power . . . to promote the Progress 

of Science and useful Arts, by securing for limited Times to 
Authors and Inventors the exclusive Right to their respective 
Writings and Discoveries”

 Intent:
 Provide an incentive to inventors to disclose invention, thereby 

stimulating economic progress

 NOT to protect inventors’ moral rights to their discoveries



Duration and Scope of Patent

 Patent term is generally 20 years from filing (14 
years for design patents).

 Exclusivity is limited to the country of issue.

 No such thing as a “world” patent



Rights Granted by a Patent

 Right to exclude others from:
 Making the invention

 Using the invention

 Selling the invention, or offering it for sale

 Importing the invention

 Does not give the holder the right to practice the 
invention



Patentable Subject Matter

 “Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this 
title”.  (35 U.S.C. § 101)

 Non-Patentable Subject Matter
 Laws of nature

 Physical phenomena (e.g., force or law operating on matter)

 Abstract Ideas

 Recent Supreme Court decisions:  Bilski, Prometheus, Myriad 
Genetics



Requirements for Patentability

 Novel

 Useful

 Non-obvious

Novelty and non-obviousness are determined by 
comparison with the prior art.



What is Obviousness?

 Obviousness criteria set forth by Supreme Court in Graham 
v. John Deere Co., 383 U.S. 1 (1966).

 Factual Inquiries
 Determine the scope and content of the prior art;

 Ascertain the differences between the claimed invention and the prior 
art; and

 Resolve the level of ordinary skill in the pertinent art.

 Objective evidence relevant to the issue of obviousness 
must be evaluated. Secondary considerations may include 
evidence of commercial success, long-felt but unsolved 
needs, failure of others, and unexpected results.



Patent 72-X:  Cotton Gin



U.S. Patent No. 6,368,227
“Method for Swinging on a Swing”



Having a great idea is the key, right?  
It’s all downhill from there.



A good idea is just the first step, and there 
are many potential obstacles along the way. 

• IP

• Cost

• Distribution

• Marketing

• Regulations

• Engineering

• Stability

• Insufficient Capital

• Perceived Value

• Legislation



Commercialization takes a lot more than just 
having a good idea, but that’s a great start

New products and companies are formed all the time, 
and many turn out to be successful.

W&M is a small research university, but has had good 
success in technology transfer.

• Ongoing royalties on numerous commercialized products.

• W&M is in top 25% of universities nationwide in net revenues 
(i.e., gross revenues minus distributions to inventors).

• Startups across a range of technologies (e.g., ammunition, 
educational hardware, oysters, supercapacitors, fishing gear)



So you have a good idea - What’s next? 
Discuss it with me.  

 I determine whether or not W&M wishes to file a patent 
application.
 Cost-benefit analysis, likelihood of getting meaningful patent 

claims, market potential, etc.
 If W&M chooses not to do so, you will have the opportunity to 

file patent applications yourself

 Licensing Options:  established company or startup? 



Startup?

W&M (like virtually every other university) encourages 
startups and wants to have more.

 Resulting Conflict of Interest is welcome, provided it is 
managed appropriately and transparently.  



Funding Sources
Grants

 SBIR/STTR, CRCF, federal, state, foundation, etc.
 For some grants, you need a company PI working for startup 

(recent post-docs, grad students, retirees)
 Non-dilutive financing

Debt/Equity (public sources, banks, investors, 
crowdfunding)
 Transactional costs – you probably ought to hire a good attorney

 Corporate structure can be an issue



R&D Funding & Resources for Virginia-Based Tech 
Entrepreneurs 
October 19, 2016, Lynchburg, VA 
This one day forum presents special funding sources and programs available for early stage 
technology entrepreneurs in the Commonwealth of Virginia.   

AGENDA Highlights:    

• Intro to the Federal SBIR (Small Business Innovation Research) grant programs, 
including tips on how to improve you funding chances, how to collaborate for effective 
proposals, and how to consider SBIR as an important business development strategy.   

• CIT GAP Funds -- $50K-$200K investments in high growth potential companies 
• Commonwealth Research Commercialization Fund -- $50K-$100K Grants for 

Virginia's small tech based companies and university.   
• SBIR/STTR Support from CIT -- grants to help hire professional consultants, low cost 

training, webinars, mentoring, and more. 
• Venture Capital for Early Stage Tech Entrepreneurs -- Discussion of current trends, 

tips, what it takes to be considered, etc. 
• Virginia Community Bank 
• Virginia State Business Financing Authority 
• Crowd funding in Virginia 
• Virginia Tobacco Commission -- special matching funds for SBIR/STTR winners. 
• MACH37 Cyber Security Accelerator -- funding for startup cyber security co's. 
• Networking Reception & Resource Fair -- reps from a dozen support organizations 

will be on hand to meet with during the reception!  
• MORE! 

LOCATION:   
Craddock Terry Hotel & Event Center, 1312 Commerce St., Lynchburg, VA 24504 
COST:   
Virginia based small tech firms, academia, and economic developers: $30 per person 
Large Firms (500 employees or more): $45 per person 
Business Service Providers: $75 per person 
Sponsorship:  $250 (2 tickets, table, recognition).   
TIME:  9AM-6:30PM   
REGISTER Click HERE  
Questions:  Robert Brooke, robert.brooke@cit.org -- 703-689-3080 
www.cit.org/events  



Funding Sources
Grants

 SBIR/STTR, CRCF, federal, state, foundation, etc.
 For some grants, you need a company PI working primarily for 

startup (recent post-docs, grad students, retirees)
 Non-dilutive financing

Debt/Equity (public sources, banks, investors, 
crowdfunding)
 Transactional costs – you probably ought to hire a good attorney

 Corporate structure can be an issue



Entrepreneurial Training

 State Programs (e.g., CIT programs)

 Federal Programs (e.g., NSF I-corps)

 Campus (e.g., TTO, business school, 3 Day startup)

 Community (e.g., mentors, networks, economic 
development organizations, 3DS, Launchpad)



Questions?
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